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Abstract
One of the most contested issues in international trade negotiations is the level of protection granted to
geographical indications (GIs). WTO Members are divided between the ‘Old World’ represented by the
European Union and the ‘New World’ headed by the United States. For decades, conventional wisdom
has suggested that the debate is indeed a disagreement over the terroir idea. This article tackles the debate
from a largely unexplored perspective, namely, fair use exceptions, which allows us to find the opposite:
even if countries embraced the terroir idea equally, the divide on protection level would persist because of
divergent approaches to the fair use of GIs. This divergence derives from countries’ different preferences
for balancing conflicting interests, different policy goals, and different understandings of what is ‘fair’.
Other countries should take these considerations into account when choosing a protection level suitable
for their national conditions and goals.

Keywords: Geographical indication; fair use; level of protection; Terroir; WTO

1. Introduction
Geographical indications (GIs), a form of intellectual property under the WTO Agreement on
Trade-Related Aspects of Intellectual Property Rights (TRIPS Agreement), have been the subject
of a long and spirited debate on the international stage.1 One of the most controversial issues
concerns the imbalance in GI protection created by Articles 22 and 23 of the TRIPS
Agreement.2 Article 22 prohibits using a GI that would confuse consumers as to the true geo-
graphical origin of a product. By contrast, Article 23 provides a higher level of protection to
wines and spirits by preventing the use of a GI on products not originating in the place indicated
by the GI even if such use would not result in consumer confusion or constitute unfair compe-
tition (often referred to as ‘absolute protection’).3 The outcome of the imbalance is that the use of
the ‘Cognac style’ for a brandy produced in New Zealand is not permissible,4 whereas using

© The Author(s), 2022. Published by Cambridge University Press

1See A. Taubman et al. (eds.) (2020) A Handbook on the WTO TRIPS Agreement. Cambridge: Cambridge University Press,
85–86; J. Hughes (2006) ‘Champagne, Feta, and Bourbon: The Spirited Debate about Geographical Indications’, Hastings Law
Journal 58, 299, 302.

2See G.E. Evans and M. Blakeney (2006) ‘The Protection of Geographical Indications after Doha: Quo Vadis?’, Journal of
International Economic Law 9(3), 575.

3See X. Wang (2018) ‘Absolute Protection for Geographical Indications: Protectionism or Justified Rights?’, Queen Mary
Journal of Intellectual Property 8(2), 73, 74.

4This example is given by Michael Handler. See M. Handler (2016) ‘Rethinking GI Extension’, in D. Gangjee (ed.),
Research Handbook on Intellectual Property and Geographical Indications. Cheltenham: Edward Elgar, 146, 147.
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‘Roquefort style’ for a cheese made in south California is permissible.5 ‘Old World’ countries,
represented by the European Union (EU) and its Member States, advocate the extension of
the high-level protection currently only available for wines and spirits to all GI products.
However, ‘New World’ countries, headed by the United States (US), strongly oppose the exten-
sion proposal.6 In the face of the deadlock in the WTO Doha Development Round of negotia-
tions, the debate between ‘Old World’ and ‘New World’ countries does not end but enters
into free trade agreement negotiations.7 It is even more heated as the EU and US compete to pur-
sue their goals of enhancing or restricting GI protection via bilateral negotiations with other
WTO Members.8

To understand and resolve the debate, the existing literature traces the cultural and legal
differences between the two worlds, particularly the domestic legislative traditions of the EU
and US. Much attention has focused on the protection mechanisms (sui generis or trademark
laws) and general conditions for infringement.9 In this context, it is increasingly acknowledged
that the global disputation revolves around the concept of terroir as a basis for GI protection.10

However, the differences in the defences to, exclusions from, and limitations on the infringe-
ment of GIs are largely unexplored. Like other forms of intellectual property (e.g., copyrights,
patents, trademarks), GI protection is determined not only by the conditions for infringement
but also by the defences and exceptions, namely, matters that lead to the use of a GI, which
would otherwise constitute an infringement, being excluded from the scope of infringement.
The latter receives less attention but is nevertheless equally important. Therefore, research is
needed to analyse whether, and why or why not, defences and exceptions such as ‘fair use’ are
provided under WTO Members’ domestic laws on GI protection.

The terminology ‘fair use’ is used in the TRIPS Agreement to refer to the fair use of descriptive
terms that serve as an exception to rights conferred by a trademark.11 Curiously, although GIs are
by definition composed of geographically descriptive terms,12 the TRIPS Agreement does not

5This example is given by Andrew F. Smith. See A.F. Smith (2007) The Oxford Companion to American Food and Drink.
Oxford: Oxford University Press, 107.

6See Handler, supra note 4, 160.
7See T. Engelhardt (2015) ‘Geographical Indications under Recent EU Trade Agreements’, IIC-International Review of

Intellectual Property and Competition Law 46(7), 781, 783–787.
8See S. Feng (2019) ‘Geographical Indications: Can China Reconcile the Irreconcilable Intellectual Property Issue between

EU and US?’, World Trade Review 19(3), 424; M. Huysmans (2020) ‘Exporting Protection: EU Trade Agreements,
Geographical Indications, and Gastronationalism’, Review of International Political Economy 1, 7–10; B. O’Connor and
G. De Bosio (2017) ‘The Global Struggle Between Europe and United States over Geographical Indications in South
Korea and in the TPP Economies’, in W. van Caenegem and J. Cleary (eds.), The Importance of Place: Geographical
Indications as a Tool for Local and Regional Development. Cham: Springer, 47, 49–51.

9See S.D. Goldberg (2001) ‘Who Will Raise the White Flag – the Battle between the United States and the European Union
over the Protection of Geographical Indications’, University of Pennsylvania Journal of International Law 22, 107; M. Torsen
(2005) ‘Apples and Oranges: French and American Models of Geographic Indications Policies Demonstrate an International
Lack of Consensus’, Trademark Reporter 95, 1415; J.M. Waggoner (2007) ‘Acquiring a European Taste for Geographical
Indications’, Brooklyn Journal of International Law 33, 569; L. Montén (2006) ‘Geographical Indications of Origin:
Should They Be Protected and Why? An Analysis of the Issue from the US and EU Perspectives’, Santa Clara Computer
& High Technology Law Journal 22, 315; J. Chen (1996) ‘A Sober Second Look at Appellations of Origin: How the
United States Will Crash France’s Wine and Cheese Party’, Minnesota Journal of Global Trade 29.

10See T. Josling (2006) ‘The War on Terroir: Geographical Indications as a Transatlantic Trade Conflict’, Journal of
Agricultural Economics 57, 337; T. Broude (2005) ‘Taking “Trade and Culture” Seriously: Geographical Indications and
Cultural Protection in WTO Law’, Journal of International Law 26, 623, 651–652; E. Barham (2003) ‘Translating Terroir:
The Global Challenge of French AOC Labeling’, Journal of Rural Studies 19, 127; Hughes, supra 1, 304; See also note 28,
below.

11See TRIPS Agreement art. 17: ‘Members may provide limited exceptions to the rights conferred by a trademark, such as
fair use of descriptive terms, provided that such exceptions take account of the legitimate interests of the owner of the trade-
mark and of third parties.’

12In practice, a few GIs are composed of terms with weak or even no geographical connotation for a significant proportion
of consumers (e.g., Feta). See C-317/95 Canadane Cheese Trading and Afoi G. Kouri v. Ypourgou Emporiou and Others
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mention whether the certain usage of those descriptive words can be considered to be ‘fair’ and
thus constitute an exception to the rights conferred by a GI (this article terms such usage as the
‘fair use of GIs’). WTO Members are divided on whether to allow third parties other than author-
ized users to use GIs or descriptive terms that form part of GIs to accurately describe third par-
ties’ products or identify authorized users’ products.

Some divergent practices have already been noted in the debate on the protection level of GIs.
For instance, the use of GIs on products not originating from the indicated regions (e.g.,
‘Roquefort-style cheese’), as opposed by the EU, may qualify as descriptive or nominative fair
use depending on the circumstances and therefore be permitted under US law.13 A divergence
in other aspects has started to emerge with the recent decisions of the Court of Justice of the
European Union (CJEU) and national courts that have refused to exclude from the scope of
infringement the use of GIs on products indeed originating from the indicated regions.14

This article joins the GI protection debate by exploring the opposite direction: the fair use of
GIs. It first reveals the divergence in approaches on the fair use of GIs by comparing EU and US
legislation before investigating the root causes behind different national practices. The final
section draws conclusions and provides recommendations. The results show that the contrasting
approaches to the fair use of GIs derive from the differences in balancing conflicting interests and
in policy goals, which, in turn, arise from a fundamentally different outlook on the freedom of
competition (or its antithesis, protectionism), brand owners’ investment, and, consequently,
the concept of fairness. Given that the fair use exception is one factor that determines the
protection level, the findings of the research challenge the conventional wisdom that the
disagreement over terroir essentially accounts for the disagreement between the EU and US
over the level of protection for GIs.

2. Divergent National Approaches to the Fair Use of GIs
This section discusses the differences in the treatment of the fair use of GIs by comparing EU and
US approaches. French laws and practices are referred to where helpful to analyse the EU’s
approach. French legislation on Appellation d’origine contrôlée (AOC) is one of the main inspira-
tions15 for creating EU-wide systems of GI protection.16 Moreover, although the EU GI
Regulations grant the European Commission exclusive power to afford protection to GIs,17 EU
Member States are not precluded from adopting national provisions that are more detailed to
ensure the effectiveness of EU-level provisions.18 Therefore, where EU-level rules on fair use
are not sufficiently specific19 or the EU GI Regulations provide flexibility for Member States to

[1997] I-04681, paras. 14–15 (AG Opinion); D. Ganjee (2007) ‘Say Cheese! A Sharper Image of Generic Use through the Lens
of Feta’, European Intellectual Property Review 29, 172.

13See Hughes, supra 1, 382.
14See Case C-614/17 Fundación Consejo Regulador de la Denominación de Origen Protegida Queso Manchego (ECJ 2 May

2019), para. 36.
15See D. Gangjee (2012) Relocating the Law of Geographical Indications. Cambridge: Cambridge University Press, 79.
16The EU has established four EU-wide sui generis systems of GIs for wines (Regulation 1308/2013), spirits (Regulation

2019/787), aromatized wines (Regulation 251/2014) and agricultural products and foodstuffs (Regulation 1151/2012). In
April 2022, a fifth system was proposed for craft and industrial products (COM(2022) 174 final). This article focuses on
Regulation 1151/2012 because of its widest coverage of products. See Regulation (EU) No. 1151/2012 of the European
Parliament and of the Council of 21 November 2012 [2012] OJ L343.

17See Joined Cases C-129/97 & C-130/97 Criminal Proceedings against Yvon Chiciak and Fromagerie Chiciak and
Jean-Pierre Fol [1998] ECR I-03315, para. 25.

18However, in the case of non-compliance with the requirement of the EU GI Regulations, the national measures should be
adjusted to ensure compliance. See Case C-6/02 Commission v. France [2003] ECR I-02389; C-132/05 Commission
v. Germany [2008] ECR I-00957, paras. 68–69.

19See Section 2.2.
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regulate fair use,20 French laws and practices may serve as a lens through which to examine the
EU’s approach and its underlying causes.21

2.1 Use for Describing Comparable Products Not Originating from the Indicated Area

When some features of a GI product are imitated or copied by producers outside the region indi-
cated by the GI, should those producers be prevented from using the GI to tell consumers that
their products have similar characteristics when they add the true origin of the products (e.g.,
‘Spanish Champagne’)22 or a corrective expression (e.g., ‘Roquefort style’) to prevent consumer
confusion? This question has been the focus of debate in international negotiations.23 In our ana-
lysis, it can be put another way: can such use be considered to be ‘fair’?

As is well known, the EU GI Regulations stipulate that GIs should be protected against ‘any
misuse, imitation or evocation’, even if the true location of origin is made clear or the GI is
accompanied by corrective terms such as ‘kind’, ‘type’, ‘imitation’, and the like. This prohibition
is traditionally justified by the French idea of terroir. The word terroir is historically linked to the
physical features of a place.24 It has gradually evolved into a ‘dual concept’25 including, in add-
ition to natural conditions, human contributions and, more precisely, ‘a collective knowledge of
production based on a system of interactions between a physical and a biological environment’.26

Despite variations between understandings, the terroir idea believes that a special connection
exists between the quality of products and their geographical origin.27 It has been argued as a
justification for a high level of protection that producers from other regions are precluded
from using a GI because they cannot possibly imitate the features of GI products that are uniquely
causally linked to their place of origin.28

Nonetheless, what if products produced elsewhere have successfully imitated or even repro-
duced the product characteristics? Can information on similar or equivalent flavours, smells,
and other attributes be conveyed to consumers by the fair use of the GI? This hypothesis is
not impossible, especially given that European legislators have added the protected geographical
indication (PGI) category to the proposal simply to protect the protected designation of origin
(PDO) category.29 One major difference that separates the two categories is that reputation
alone – based solely on duplicable human factors (i.e., the production process) – satisfies the
PGI registration requirement.30 Therefore, the hypothesis cannot be ruled out that products
not originating from the area indicated by a GI have undergone the same production process
and thus possess the same characteristics as those originating therein. However, since the
legislators have not created a fair use exception to exclude the products reproduced elsewhere
from the scope of infringement, the use of a GI on those products is infringing use rather

20See Section 2.3.
21The underlying causes will be examined in Section 3.
22See D. Gervais (2014) ‘A Cognac after Spanish Champagne? Geographical Indications as Certification Marks’, in

R. Dreyfuss and J. Ginburg (eds.), Intellectual Property at the Edge. Cambridge: Cambridge University Press, 130.
23See notes 3–8.
24B. Prats (1983) ‘The Terroir is Important’, Decanter 8, 16; A. Zappalaglio (2021) The Transformation of EU Geographical

Indications Law: The Present, Past and Future of the Origin Link. Abingdon: Routledge, 45.
25Zappalaglio, supra 24, 43.
26INAO, ‘Guide Du Demandeur d’une AOP-IGP’ (November 2017) 26.
27Case C-159/20 European Commissionv. Kingdom of Denmark (AG Opinion 17 March 2022), para. 64.
28D. Gangjee (2012) Relocating the Law of Geographical Indications. Cambridge: Cambridge University Press, 153.
29M. Kolia (1992) ‘Monopolising Names: EEC Proposal on the Protection of Trade Descriptions of Foodstuffs’, European

Intellectual Property Review 14, 233.
30C. Geiger (2013) Constructing European Intellectual Property: Achievements and New Perspective. Cheltenham: Edward

Elgar, 186.
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than fair use. Thus, the PGI ‘Bayerisches Bier’ is not subject to fair use or other legal exemptions
despite the spread of the old Bavarian bottom fermentation brewing method to other regions.31

The absence of fair use exceptions is not an oversight, but a deliberate decision by European
authorities, which can be reflected in their contrasting attitudes towards the use of indications of
source. The latter indicates the geographical region in which the product originates but does not
guarantee to consumers any particular quality or characteristic of the identified products.32 In its
notice released in 2020, the European Commission implied that an indication of a geographical
place in connection with statements such as ‘kind’, ‘type’, ‘style’, ‘recipe’, ‘inspired by’, and ‘à la’
can be used to describe products not originating from the indicated place as long as such use
does not mislead the consumer about those products’ origin. It pointed out that the use could be
justified ‘if the food in question possesses specific characteristics or nature, or has undergone a cer-
tain production process which determines the claimed link to the geographical place indicated on the
label’.33 The imbalance of elaborating on the situation under which indications of source can be used
on products with another place of provenance, while denying all access to GIs in a similar situation
illustrates the EU’s unwillingness to exclude this situation from the protection scope of GIs.

By contrast, the US has developed fair use as a limitation on trademark rights, which is applic-
able to GIs registered as collective or certification marks. Fair use can be subdivided into descrip-
tive and nominative fair use. Descriptive fair use applies in instances in which the trademark is
used to describe the defendant’s products,34 whereas nominative fair use applies where the
defendant uses the trademark to describe the plaintiff’s products.35 The use of GIs registered
as trademarks to describe products originating in another place may fall into one of the two cat-
egories depending on a broad or narrow reading of each category’s scope.36 It follows from the US
court’s established case law that a defendant can use the words ‘style’, ‘flavour’, ‘smell’, ‘like’, and
similar along with the plaintiff’s trademark to indicate that the defendant’s goods are of the same
style, type, and other characteristics. The use of ‘WACO style’,37 ‘SWEET-TART flavour’,38 ‘LOVE
POTION fragrance’,39 and ‘CHANEL-smell-alike’40 was found to be fair use. Since trademark law
is applicable, unless otherwise expressly provided, to all types of trademarks, including GIs regis-
tered as collective or certification marks, the use of statements such as ‘style’ and ‘like’ along with
a mark composed of a GI may also be considered to be fair use.

Admittedly, the fair use defence under US trademark law is conditional upon certain condi-
tions being satisfied, such as ‘use otherwise than as a mark’,41 the user’s intent,42 the degree of
consumer confusion,43 and truthfulness.44 However, considering the absence of fair use excep-
tions in EU GI law, the gap between EU and US approaches is evident.

31Case C-343/07 Bavaria NV and Bavaria Italia Srl v. Bayerischer Brauerbund eV [2009] ECR I-05491, para. 96–98.
32WIPO (2004) WIPO Intellectual Property Handbook: Policy, Law and Use (WIPO Publication No. 489 (E). Geneva, 120.
33European Commission (2020) ‘Commission Notice on the Application of the Provisions of Article 26(3) of Regulation

(EU) No. 1169/2011’, [2020] OJ C32/01 art. 2.4.4.
34J.T. McCarthy (2021) McCarthy on Trademarks and Unfair Competition (5th edn. Thomson West 2021 update) § 11:45.
35Ibid. § 23:11.
36Many nominative uses also describe the characteristics of the products offered by a defendant and thus can be accom-

modated by the classic descriptive fair use provision. See G.B. Dinwoodie (2009) ‘Developing Defenses in Trademark Law’,
Lewis & Clark Law Review 13, 99, 131.

37Waco Intern Inc v. KHK Scaffolding Houston Inc (2002) 278 F.3d 523, 534 (5th Circuit).
38Sunmark Inc v. Ocean Spray Cranberries Inc (1995) 64 F.3d 1055, 1058 (7th Circuit).
39Dessert Beauty Inc v. Fox (2008) 89 USPQ2d 1432 (Southern District of New York).
40Smith v. Chanel Inc (1968) 402 F.2d 562, 567 (9th Circuit).
41Lanham Act § 33(b)(4), 15 USCA 1115(b)(4).
42See Leathersmith of London Ltd v. Alleyn (1982) 695 F.2d 27, 31 (1st Circuit).
43See KP Permanent Make-Up Inc v. Lasting Impression I Inc (2004) 543 US 111, 123; Mi. B. Weitman (2006) ‘Fair Use in

Trademark in the Post-KP Permanent World – How Incorporating Principles from Copyright Law Will Lead to Less
Confusion in Trademark’, Brooklyn Law Review 71, 1665, 1678 (2006); J. Gupta (2010) ‘Descriptive Trademarks and the
Assumption of Risk’, University of San Francisco Law Review 45, 811.

44Century 21 Real Estate Corp v. Lendingtree Inc (2005) 425 F.3d 211, 228 (3rd Circuit).

World Trade Review 601

https://doi.org/10.1017/S1474745622000258 Published online by Cambridge University Press

https://doi.org/10.1017/S1474745622000258


2.2 Use for Describing Comparable Products Indeed Originating from the Indicated Area

Even assuming that prohibiting the fair use of a GI on products originating elsewhere could be
justified by the terroir idea, namely, that the uniqueness of the combination of natural and human
factors in a locality gives to products unique qualities that cannot be exactly duplicated anywhere
in the world, the same justification cannot be employed to refuse the fair use of GIs on products
that do originate from the same area as the GI products.

It is not disputed that authorized users enjoy the right to use a GI, whether registered as trade-
marks or under sui generis GI law. However, if a producer has not obtained the authorization,
either because its products do not comply with the quality requirements contained in the product
specification45 or because it voluntarily chooses not to join the GI quality scheme despite full
compliance with the product specification,46 is it allowed to use the GI or its main part to
describe its products that genuinely originate from the locality indicated by the GI?

The EU applies a complete ban. Before the case of ‘Queso Manchego’, it was unclear whether
the use, imitation, or evocation of a GI by a producer established in the geographical area corre-
sponding to the GI but whose products are not protected by the GI was excluded from the appli-
cation of the infringement provisions. The Supreme Court of Spain referred this question to the
CJEU, which was answered in the negative for two reasons. First, the wording of the EU GI
Regulations does not provide a ‘fair use’ exception for a producer established inside the protected
area. Second, legal exemptions, even if they were provided, would only allow a producer to take an
unfair advantage of the reputation of the GI.47 Thus, such use has been labelled as an unfair
rather than fair. The strict approach was adopted in similar cases in which the use of the
terms ‘Morbier’,48 ‘Culatello di Parma’,49 and ‘Pecorino Sardo’50 by a producer established in
the area indicated by the GI in question was not exempted from infringement.

French national GI legislation contains more detailed provisions on the use of GIs to indicate
the origin of non-GI products. Article L. 643-2 of the French Rural Code is designed specifically
to reconcile GI protection with the need to indicate geographical provenances. The first two
paragraphs of the article provide:

The use of an indication of origin or provenance must not be liable to mislead the consumer
as to the characteristics of the product, to divert or weaken the reputation of a name recog-
nized as an appellation of origin or registered, as a geographical indication, or as a guaran-
teed traditional speciality, or, more generally, to undermine, in particular by the abusive use
of a geographical reference in a trade name, the specific nature of the protection reserved for
appellations of origin, geographical indications, and traditional specialities guaranteed.

45Under the EU GI scheme, a product lawfully bearing a GI should meet all the conditions set out in the product speci-
fication that includes, apart from the delimited geographical area of production, quality or production method requirements.
See Regulation 1151/2012 art. 7.

46The EU GI quality scheme is a ‘voluntary scheme’. Local producers can choose whether to join the scheme by subjecting
themselves to a monitoring system, which is one of the preconditions for the lawful use of a GI. See European Commission
(2015) ‘Report Regarding the Mandatory Indication of the Country of Origin or Place of Provenance’, COM(2015) 205 final,
pp, 2–3; Regulation 1151/2012 art. 46(2).

47Case C-614/17, supra 14, paras. 33–36.
48Case C-490/19 Syndicat interprofessionnel de défense du fromage Morbier v. Société Fromagère du Livradois (ECJ 17

December 2020).
49D. Wright (trans.) (2020) ‘Evocation of the Protected Geographical Indication through Indication of the Place’, GRUR

International 69, 756.
50V. Paganizza (2015) ‘More Holes than Cheese: PDOs, Evocation and a Possible Solution’, European Food and Feed Law

Review 10, 222.
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For products without protected designation of origin or geographical indication, the use of
an indication of origin or provenance must be accompanied by information on the nature of
the operation linked to this indication, in all cases where this is necessary for the correct
information of the consumer.51

As noted in the second paragraph above, even when a place name has been registered as a
GI,52 it may still be used as a simple indication of provenance on products not authorized to
bear the GI. However, such use as an indication of provenance differs from use as a GI.
Information on the nature of the operation (one of the stages of obtaining the product) linked
to the geographical reference must be indicated.53 For example, ‘Chicken from Paris’ should
instead be called ‘Chicken Plucked in Paris’ and ‘Cider from Mont-Saint-Michel’ should be called
‘Cider Pressed in Mont-Saint-Michel’.54 In the same vein, ‘Camembert Made in Normandy’ does
not contradict the terms of the second paragraph.

Nevertheless, such use as an indication of provenance is subject to the rigorous requirements
laid down by the first paragraph of Article L. 643-2. This rigour can be illustrated by the restric-
tions on the use of the statement ‘Camembert Made in Normandy’ as an indication of proven-
ance. ‘Camembert Made in Normandy’ was used as an indication of provenance before the
protection of the GI ‘Camembert from Normandy’ in 1983. Since then, the regulatory provisions
have allowed cheeses authorized to bear the GI to coexist in the market with cheeses bearing
‘Made in Normandy’, which cannot benefit from the GI.55 In 2008, the special decree providing
for such coexistence was repealed, and the use of the label ‘Made in Normandy’ must now be
assessed according to the general rules, particularly Article L. 643-2 of the French Rural Code
(formerly Article L. 115-26-4 of the Consumer Code).56 To meet the conditions laid down by
the general rules, the Syndicat Normand des Fabricants de Camembert, which brings together
producers of Camembert produced in Normandy but not covered by the GI, had set strict label-
ling rules. First, the indications ‘Camembert’ and ‘Made in Normandy’ should be completely dis-
connected. Second, the size of the indication ‘Camembert’ must not exceed two-thirds of the
most important mention (e.g., the trademark) and must not exceed 8 mm in height. Third,
the words ‘Made in Normandy’ must be written with the same characters; these characters
must not exceed half of the characters of the indication ‘Camembert’.57

However, once considered to be sufficient to avoid consumer confusion,58 the strict labelling
rules now face being embellished by new restrictions. The judgement of 24 December 2020 of the
French Council of State upheld the opinion of the French competition authority (DGCCRF) that
‘the highlighting of the words “Made in Normandy” is not possible on a cheese that does not
meet the specifications of the GI’.59 The prohibition of prominent use was justified on the
grounds that such use would be misleading and thus contrary to the requirements of Article

51Code rural et de la pêche maritime art. L. 643-2, 1, 2.
52However, the use of a place name constituting a GI may be prohibited by other provisions (e.g. Article L. 643-1 of the

French Rural Code).
53Réponse à la question écrite n° 26573 du 20 octobre 2003, JO, 12 April 2005, p. 3711.
54The two examples are provided by Jean Pinchon, former president of the French National Institute of Appellations of

Origin (INAO), to illustrate the appropriate way to use a place name as a simple indication of provenance on products with-
out GIs. See Assemblée Nationale, Compte rendu de la commission de la production et des échanges, n° 49, 17 June 1998.

55Décret n° 86–1361 du 29 décembre 1986 relatif à l’appellation d’origine « Camembert de Normandie », JO, 1 January 1987,
p. 19, art. 7.

56Décret n° 2008-984 du 18 septembre 2008 relatif à l’appellation d’origine contrôlée « Camembert de Normandie », JO,
21 September 2008, texte n° 11, art. 3.

57N. Olszak (2008) Appellations d’origine et indications de provenance, Répertoire Dalloz de droit pénal et de procédure
pénale (actualité 2015), para. 86.

58Réponse du Ministère de l’Economie à la question écrite n° 16070, JO, 19 September 1996.
59Conseil d’État, 24 December 2020, n° 447374.
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L. 643-2.60 However, prominent use does not necessarily confuse consumers, especially when pre-
cautions have already been taken (e.g., providing a prominent disclaimer emphasizing the true
identity of the product).61 The literal meaning of Article L. 643-2 forbids confusion as to the pro-
duct’s characteristics, while the application of Article L. 643-2 appears to forbid prominent use
without testing the likelihood of confusion,62 which has further increased the restrictions on
use as an indication of provenance. The new restrictions indicate a move towards the approach
taken by the CJEU in the ‘Queso Manchego’ case.

Under US trademark law, a producer without a license using a trademark composed of a GI to
indicate the true place of origin may be considered to be fair use.63 The conditions for such use
are more relaxed than those in France. By way of an illustration, prominent use per se is not pro-
hibited by US trademark law, although it is one of the factors taken into consideration when
determining ‘use otherwise than as a trademark’.64 Likewise, the likelihood of confusion can coex-
ist with fair use under US law,65 whereas finding that confusion is likely precludes any unauthor-
ized use under French law.66

2.3 Use of the Defendant’s Own Name or Address

When a person’s name or address contains a GI, is the GI infringed by using that name or
address? Once again, the EU and US are divided on this issue. The EU encourages its
Members to limit or completely ban the use of a person’s name or address. It offers two options.
First, the person’s name or address can be allowed to appear on the label, but the characters
should not exceed more than half the size of those used for the GI. Second, the person’s name
or address should be replaced by a code.67 France has chosen the second option.68 Therefore,
the statement ‘Bottled by the SCA La Douzaine at Pomerol–France’ should be replaced by
‘Bottled by the SCA La Douzaine at F–33500’. The statement ‘Bottled by EMB XX XXX–
France’ should be used if the person’s name consists of a GI.69

It is worth noting that France had traditionally reserved the right to use a person’s name or
address. Article 12 of the Decree of 1921 specified that when a place name constitutes an appel-
lation of origin, the owners, winegrowers, and traders who reside in this locality can use the name
to indicate the location if it is preceded by the words ‘owner at’, ‘winegrower at’, ‘merchant at’, or
‘trader at’ and followed by an indication of the département (county) name.70 However, this
tradition of recognizing the right to use one’s name or tell one’s address has disappeared as
the protection of GIs has increased.

60Ibid.
61See B. Beebe (2008) ‘The Semiotic Account of Trademark Doctrine and Trademark Culture’, in G.B. Dinwoodie and

M.D. Janis (eds.), Trademark Law and Theory: A Handbook of Contemporary Research. Cheltenham: Edward Elgar, 51.
62Although the Council of State observes that the DGCCRF’s opinion does not intend to introduce a general prohibition

dispensing with a case-by-case examination, the opinion shows that the examination is not to test consumer confusion risk
but to test ‘the existence of a reprehensible evocation’. See DGCCRF, Avis aux opérateurs économiques sur la protection de la
dénomination enregistrée en AOP « Camembert de Normandie », NOR : ECOC2017335V.

63See J.C. Daniels (2009) ‘The Branding of America: The Rise of Geographic Trademarks and the Need for a Strong Fair
Use Defense’, Iowa Law Review 94, 1703, 1731.

64See McCarthy, supra 34, § 11:46.
65See note 43.
66See note 112–115.
67Commission Delegated Regulation (EU) 2019/33 of 17 October 2018 [2018] OJ L9/2 art. 46(6).
68Décret n° 2012-655 du 4 mai 2012 relatif à l’étiquetage et à la traçabilité des produits vitivinicoles et à certaines pratiques

œnologiques, JO, 6 May 2012, texte n° 26, art. 1er.
69Association nationale interprofessionnelle des vins de France (Anivin de France), Charte des bonnes pratiques

d’étiquetage de vin de France, 26 August 2021.
70Décret du 19 août 1921 portant règlement d’administration publique pour l’application de la loi du 1er août 1905, JO, 21

August 1921, p. 9755.
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On the contrary, US trademark law recognizes the right to disclose geographical origin as well
as use one’s name by establishing fair use defences.71 Anyone located in a place has the right to
use the place name to tell purchasers of its location and anyone has the right to use its own name
in business, even if the same or a similar name has been used or registered as a trademark by
others. Such fair use defences are analogous to the fair use defence of the right to use a descriptive
term only to describe products.72

2.4 Use in Comparative Advertising

Can products without a GI be compared with GI products in advertising? Can products be pre-
sented as imitations or replicas of products bearing a GI in comparative advertising?

As for the first issue, the EU does not prohibit but restricts such a comparison. Directive
2006/114 on misleading and comparative advertising sets out the conditions that must be met
if comparative advertising is to be permitted. As one of the conditions, Article 4(e) requires,
for products with a GI, that comparative advertising ‘relates in each case to products with the
same designation’. The CJEU narrowly interprets Article 4(e) as meaning that any comparison
between products without a GI and products with a GI is ‘not impermissible’.73 In other
words, under Article 4(3), comparisons between products with different GIs are unlawful
(e.g., a comparison between the ‘Gran Padano’ and ‘Parmigiano Reggiano’ cheeses).74 By contrast,
comparisons between products with a GI and products without a GI may be permitted
provided that such comparisons would not unfairly take advantage of the reputation of the GI
(e.g., a comparison between the ‘Gran Padano’ cheese and a cheese without a GI).75

France adopts a stricter approach. Article L. 122-3 of the Consumer Code provides that ‘con-
cerning products with PDO or PGI, comparison is only allowed between products each with the
same designation or the same indication’. This provision has been interpreted as meaning an
absolute ban on comparing products with and without a GI status.76 However, in light of the
CJEU’s interpretation of Article 4(e) of Directive 2006/114, there is some doubt about keeping
this stricter approach.

Such a comparison is permitted under US trademark law under conditions different from
those in the EU. The truthful, non-misleading use of a GI in comparative advertising is not con-
sidered to be a trademark infringement under US law. In other words, the comparison must be
truthful and unlikely to convey a message of a connection or affiliation with the trademark
owner;77 however, it does not matter whether the comparison takes advantage of the trademark’s
reputation.

While the EU and US share some similarities on the first issue, they have a marked difference
on the second. The EU Directive on comparative advertising prohibits an advertiser from stating
that its product or service constitutes an imitation or replica of the product or service covered by
the trademark or trade name,78 although copying the characteristics of the latter product is
allowed. In other words, one can copy a competitor’s products but cannot tell consumers that
its products have the same characteristics as a result of such copying. Advocate General

71See R. Brauneis (2010) ‘Geographic Trademarks and the Protection of Competitor Communication’, Trademark Reporter
96, 782, 805.

72See McCarthy, supra 34, § 14:12.
73Case C-381/05 De Landtsheer Emmanuel SA v. Comité Interprofessionnel du Vin de Champagne and Veuve Clicquot

Ponsardin SA [2007] ECR I-03115, para. 72.
74Examples are provided by the Advocate General Mengozzi in his Opinion in Case C-381/05. However, the CJEU did not

endorse his opinion on this subject. See Ibid., para. 119 (AG Opinion).
75Ibid., paras. 64, 65, 70.
76See C. Le Goffic, Indication géographique en droit français, J.-Cl. Marques: Dessins et modèles, fasc. 8100, para. 220.
77See SSP Agricultural Equipment Inc v. Orchard-Rite Ltd (1979) 592 F.2d 1096, 1103 (9th Circuit).
78Directive 2006/114/EC of the European Parliament and of the Council of 12 December 2006 [2006] OJ L376 art. 4(g).
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Mengozzi further clarified in L’Oréal v Bellure that formulas such as ‘type’ and ‘style’ appended to
a trademark when describing the advertiser’s product can communicate the idea of copying (imi-
tation or replica).79 Therefore, it can be inferred that statements such as ‘Roquefort style’ should
be banned in comparative advertising – even without resorting to the protection afforded by the
sui generis GI Regulations. On the contrary, ‘Roquefort style’ is a legitimate comparative adver-
tisement in the US where imitators can use a GI to tell consumers what has been imitated or
copied.80

2.5 Use of Generic Terms

It is well established in the TRIPS Agreement and WTO Members’ domestic GI legislation that
generic terms alone are neither registrable nor protectable.81 However, a composite of a generic
name and other elements may be protected as a GI or trademark containing a GI if the composite
as a whole is registrable or protectable.82 The question as to whether the use of a generic com-
ponent constitutes infringement has attracted attention in EU trade negotiations.83 In our ana-
lysis, the question is explored from the opposite direction: Does the use of a generic
component constitute fair use and should it be excluded from the scope of infringement?
Again, the opinions are divided.

Under the EU GI Regulations, the use of a generic component is not entirely excluded from
infringement. Admittedly, it has been consistently held by the CJEU that GI protection is not
extended to the constituent part that is a generic or common term.84 However, the wording of
the EU GI Regulations grants only limited exceptions for the use of generic components. The
second subparagraph of Article 13(1) of Regulation 1151/2012 provides that ‘the use of that gen-
eric name on the appropriate agricultural product or foodstuff shall not be considered to be con-
trary to points (a) or (b) in the first subparagraph’, whereas the first subparagraph contains four
points. Points (a) and (b) refer to any direct or indirect commercial use of a name registered in
respect of products not covered by the registration and to their misuse, imitation, or evocation.
Points (c) and (d) prohibit ‘any other false or misleading indication’ and ‘any other practice liable
to mislead the consumer’. The scope of protection provided by points (c) and (d) cannot be over-
looked since they have been interpreted increasingly broadly by the CJEU. In Morbier, the CJEU
construed the words ‘any other practice’ broadly enough that one can infringe on rights granted
to a GI even without using or evoking the GI.85 Hence, these two points can now apply to the
reproduction of the shape or appearance of a product covered by a registered name.86

However, using a generic name is not exempted from GI protection by points (c) and (d). One
can imagine that such use may be considered to be contrary to point (c) or (d) and thus prohib-
ited. This assumption is not impossible. The use of the generic name, in combination with the
packaging or appearance of a product, may cause confusion as to the true origin of the product.
For instance, if ‘Swiss Army knife’ is found to be generic, the use of ‘Swiss Army knife’ together
with the word ‘original’ and a red handle may still confuse the defendant’s knives with the

79Case C-487/07 L’Oréal v. Bellure [2009] ECR I-05185, para. 84 (AG Opinion).
80Saxlehner v. Wagner (1910) 216 US 375, 380.
81See TRIPS Agreement art. 24(6); Regulation 1151/2012 art. 6(1); Lanham Act § 14(3), 15 USCA 1064(3).
82In re American Fertility Soc (1999) 188 F.3d 1341 (US Court of Appeals for the Federal Circuit); Joined Cases C-129/97

and C-130/97 Chiciak and Fol [1998] ECR I-03315.
83In trade agreements, the EU does not seek to protect generic components such as ‘Gouda’. Otherwise, the EU’s demands

are subject to suspicion of clawing back currently generic food names. See M. Huysmans (2021) ‘On Feta and Fetta:
Protecting EU geographical indications in Australia’, Journal of Agricultural Economics 6.

84Joined Cases C-129/97 and C-130/97, supra 82, para. 37; Case C-432/18 Consorzio Tutela Aceto Balsamico di Modena
v. Balema GmbH (ECJ 4 December 2019), para. 26.

85Case C-490/19, supra 48, para. 38.
86Ibid.
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pocketknives from Switzerland.87 Thus, points (c) and (d) can be relied on for restricting how a
new competitor can use the generic name of the product.

On the contrary, US trademark law offers no remedies for the use of generic names, even if
such use would be categorized as abusive.88 When a composite mark that comprises a generic
term and other features is registered as a trademark, the generic term remains free for all com-
petitors to use.89 A generic term that forms part of a registrable composite mark must be dis-
claimed at the request of an Examining Attorney.90 Failure to provide the required disclaimer
constitutes a ground for refusing registration.91 The purpose of the disclaimer is to prevent cre-
ating a false impression that the registrant owns exclusive rights to the generic name in isola-
tion.92 Even if the disclaimer is not required at the time of registration or part of the
trademark becomes a generic name thereafter, the registrant still does not have a monopoly
right over the generic name.93

Besides the differences in granting exclusive rights to generic names, there is an even sharper
divergence in approaches to the assessment of generic status, which has become a contentious
issue in bilateral and multilateral trade negotiations94 such as within the context of two mega
trade deals: the Comprehensive and Progressive Agreement for Trans-Pacific Partnership
(CPTPP)95 and the Regional Comprehensive Economic Partnership (RCEP)96. The disagreement
between the EU and the US is well known. By way of an illustration, registered names ‘shall not
become generic’ under EU GI law,97 whereas they may become generic over time and subject to
cancellation on that basis under US trademark law.98 Another illustration is the different stan-
dards used for determining the generic status. The EU employs a higher threshold by providing
that generic status is achieved ‘only when there is in the relevant territory no significant part of
the public concerned that still considers the indication as a geographical indication’.99 Thus, a
term is not placed in the ‘generic term’ category as long as a significant minority of the relevant
public regard it as a GI (even though the majority of consumers regard it as a generic name).100

By contrast, the US’s test is the ‘primary significance’ of the term: if the majority of consumers
regard the term as a generic name, it will lose protection as a trademark.101

To conclude, this section reveals the contrasting approaches to the fair use of GIs, which are
summarized in Table 1. The EU’s approach is characterized by a strict restriction on the use of
GIs by unauthorized producers and reluctance to create fair use exceptions. By contrast, the US,

87This example is fictional based on a case under US law. See the discussion of the US case: Forschner Group v. Arrow
Trading Co (1997) 43 USPQ2d 1942 (2nd Circuit).

88However, US unfair competition law may offer remedies for the abusive use of generic names. See Blinded Veterans Ass’n
v. Blinded American Veterans Foundation (1989) 872 F.2d 1035 (District of Columbia Circuit).

89OBX-Stock Inc v. Bicast Inc (2009) 558 F.3d 334, 339–340 (4th Circuit).
90Lanham Act § 6(a), 15 USCA 1056.
91DeWalt Inc v. Magna Power Tool (1961) 289 F.2d 656, 662 (US Court of Customs and Patent Appeals).
92Dena Corp v. Belvedere Intern Inc (1991) 950 F.2d 1555, 1560 (Federal Circuit).
93Dranoff-Perlstein Associates v. Sklar (1992) 967 F.2d 852, 862 (3d Circuit).
94G.E. Evans and M. Blakeney (2007) ‘The International Protection of Geographical Indications Yesterday Today and

Tomorrow’, in G. Westkamp (ed.), Emerging Issues in Intellectual Property: Trade, Technology and Market Freedom.
Cheltenham: Edward Elgar, 283.

95CPTPP art. 18.33.
96RCEP art. 11.31(3).
97Regulation 1151/2012 art. 13(2).
98Lanham Act § 14(3), 15 USCA 1064(3).
99Commission Regulation (EC) 1829/2002 of 14 October 2002 [2002] OJ L277/10 recital 23. ‘Feta’ was registered as a PDO

once again, after cancellation, because a significant percentage of EU consumers perceive feta as a cheese associated with the
Hellenic Republic. See Joined Cases C-465/02 and C-466/02 Germany and Denmark v. Commission [2005] ECR I-09115,
paras. 86–88.

100Ibid. See also D. Gangjee ‘Genericide: The Death of a Geographical Indication?’, in D. Gangjee (ed.), Research
Handbook on Intellectual Property and Geographical Indications, supra 6, 524.

101Lanham Act § 14(3), 15 USCA 1064(3).
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which ensures GI protection through the enforcement of trademark law, allows for a more relaxed
restriction.

Furthermore, it can be observed that using a GI in a delocalized manner (e.g., ‘Roquefort-style
cheese’), which the EU and other ‘Old World’ countries wish to prohibit through trade negotia-
tions, does not constitute fair use under EU law but may qualify as fair use under US law.
Therefore, the obstacles to achieving international consensus on the protection level may be
explored by asking what causes the divergent national practices of fair use exceptions. Finally,
even if all countries adopted the same infringement test (either the likelihood of confusion
test embedded in Article 22 of the TRIPS Agreement or the truthfulness test in Article 23),
the ultimate scope of protection would still vary due to the varying rules on fair use exceptions.
To resolve the debate on the protection level, we need to determine whether the difference in fair
use exceptions can be readily harmonized or is deeply rooted.

3. Root Causes Behind the Divergent Approaches
The differences in fair use exceptions are deeply rooted, which can be explored through three
interrelated perspectives: the balance of interests, policy goals, and understanding of what is ‘fair’.

3.1 Tipped Balance of Interests

3.1.1 Major Interests Involved in the Balance
As will subsequently be shown, legislators and judges frequently consider six conflicting interests
when deciding whether to prohibit an unauthorized party from using a GI or permit fair use.
First, authorized GI users and management groups have an interest in preserving the distinctive-
ness of GIs and preventing a competitor from trading upon their reputation. Second, the con-
sumer has an interest in identifying the geographical source of products and not being
deceived about their provenance, characteristics, or true identity. Third, the public has an interest
in encouraging the production of quality goods. Producers will continue producing quality

Table 1. Fair use exceptions in the EU (France) and the US

Type of use EU (France) US

Use to describe products
originated elsewhere

No fair use exceptions Fair use defences available

Use to describe non-GI
products originating in the
GI-indicated area

No fair use exceptions;
France imposes specific and strict
restrictions

Fair use defences available

Use of one’s own name or
address

Flexibility available for EU Member
States;
France necessitates the
replacement of the person’s name
or address with a code

Fair use defences available

Use in comparative
advertising

Comparison between products with a
GI and products without a GI is not
impermissible;
Comparison that presents goods
as an imitation or a replica is
prohibited

Comparison between products with a
GI and other products is allowed
under fair use defences;
Comparison that presents goods as
an imitation or a replica is allowed

Use of generic terms Partial exclusion from infringement;
High threshold designed to
prevent an easy slide into
genericide

No infringement;
‘Primary significance’ test for
deciding generic status
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products only when they are fairly rewarded. Fourth, those producers not authorized to use the
GIs have an interest in enjoying freedom of expression when describing their products accurately.
Fifth, the consumer has an interest in accessing accurate information on cheaper substitutes to
enable them to make informed decisions. Sixth, the public has an interest in not creating mon-
opolies or barriers to competition by removing place names, product features, and other competi-
tive tools from the public domain.

The first and fourth interests are the interests of producers – the former for authorized produ-
cers and the latter for unauthorized producers. The second and fifth interests are the interests of
consumers – the former for consumers looking for authentic goods and the latter for those search-
ing for substitutes. The third and sixth interests concern the interests of the general public – the
former derived from creating incentives and the latter derived from removing barriers. Conflicts
exist not only within pairs but also between pairs. Although fair use exceptions aim to strike a
balance between these six competing interests, different countries may tip the balance in favour
of different interests. Placing more weight on the first three interests strengthens GI protection
and narrows the scope of fair use, whereas attaching more weight to the latter three tends to
leave more space for fair use exceptions.

3.1.2 Balance Tilted against Fair Use
On the one hand, the heavy emphasis on the first three interests has led the EU to prohibit certain
acts and refuse to create fair use exceptions. The first interest, namely, the interest of authorized
GI users in preserving the distinctiveness and reputation of GIs, is the core interest that the EU GI
Regulations aim to protect. Specifically, the prohibition of any use of a GI for a product not ori-
ginating from the indicated place is intended to preserve the distinctiveness of the GI.102 Even
accompanied by delocalizing terms such as ‘kind’ and ‘type’, such use is perceived as potentially
causing the GI to lose its essential function of distinguishing ‘authentic’ GI products from similar
products produced elsewhere.103 The concern for the first interest has also led the EU to refuse to
exclude products that indeed originate in the indicated area from the scope of infringement. Such
an exclusion is deemed to allow unauthorized users to take unfair advantage of the reputation of
the GI.104 Although France allows producers established in the geographical area whose name is
part of a GI to use the place name to indicate the provenance of products, such use is subject to
the condition that it does not divert or weaken the reputation of that name.105 In the same vein,
the use of a GI to promote a product without the GI in comparative advertising is allowed only if
such use does not take unfair advantage of the GI.106 The producer’s name or address that con-
tains a GI should be replaced by a code, which again aims to prevent the indication of the pro-
ducer from damaging the distinctiveness and reputation of the GI.107

The concern for the second interest, namely, the interest of consumers in obtaining credible
information, is another reason for the EU’s reluctance to grant fair use exceptions. Providing con-
sumers with clear information on the origin and attributes of products is a specific protection
objective pursued by the EU GI Regulations.108 To further guarantee this objective, the CJEU
held that evoking a GI through the use of figurative figures should be prohibited and the ban
applies equally to products originating from the area corresponding to the GI.109 France permits
the use of a GI to indicate the origin of products not authorized to bear the GI provided that,

102X. Song (2021) ‘A Closer Look at the Elephant in the Room: The Distinctiveness of Geographical Indications’, Queen
Mary Journal of Intellectual Property 11, 25, 36.

103Case C-3/91 Exportur v. LOR [1992] ECR I-05529, para. 11.
104See note 47.
105See note 51.
106See note 75.
107Goffic, supra 76, para. 124.
108Regulation 1151/2012 Recital 18.
109Case C-614/17, supra 14, para. 29.
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among other conditions, consumers are not misled about those products’ characteristics.110 The
use of a GI on products that originate from the region indicated by the GI but are not protected
by the GI is often considered in French case law as misleading.111 For instance, the terms ‘Vieux
Cahors’,112 ‘Gruyère fabriqué en Franche-Comté’,113 ‘Cru du Fort Médoc’,114 and ‘Chasse du
Pape’115 have been judged as misleading consumers into believing that an ordinary product is
an AOC product whose geographical provenance is the same but whose quality differs.
Indications of provenance are prohibited from leading consumers to attribute to the product con-
cerned organoleptic qualities that it does not necessarily have.116

Even if the quality is the same and consumers are thus not deceived about that particular attri-
bute, the use of a GI on unauthorized products is still not considered to be fair use because of the
concern for the third interest: the public’s interest in enhancing the quality of products.117 As
recognized in the preambles to the EU GI Regulations,118 consumers have increasing expectations
of quality. and producers can only continue to produce quality products if they are rewarded
fairly for their effort. The CJEU has consistently stated that EU GI laws embody not only the
objective of protecting the interests of consumers who should not be deceived, but also the object-
ive of securing higher incomes for economic operators who have made a genuine effort and bear
higher costs to guarantee or improve the quality of products that lawfully bear GIs.119 Thus,
where consumers are not misled because the defendant’s products indeed have the same geo-
graphical origin and quality, the absence of consumer confusion does not preclude a finding
of infringement or support a finding of fair use.120 The assumption is that when consumers
are offered under the same denomination some products that are subject to the control and guar-
antee of quality and others devoid of any control or guarantee, even if they cannot be confused,
the effect of the guarantee of quality will be adversely affected.121 Consequently, the interest in
encouraging the continuity of guaranteeing or enhancing quality would be reduced.

On the other hand, the EU’s emphasis on the first three interests is accompanied by its neglect
of the latter three interests. European authorities are not unaware of the fourth interest, namely,
the interest of producers established in the area corresponding to a GI but not authorized to use
it. In drafting the original text of Article L. 643-2 of the Rural Code, which governs the conflict
between indications of origin and GIs, French legislators confirmed that the use of a geographical
name without any technical constraints or control (authorization) constitutes a right.122 When
the Agricultural Orientation Law of 1999 modified the original text, legislators reaffirmed that
a producer in a given region has the right to use the name of that region to communicate the
geographical origin of its products accurately.123 However, the application of Article L. 643-2

110See note 51.
111I. Roujou de Boubée, Marque – Signes illicites ne pouvant constituer des marques valables, J.-Cl. Marques: Dessins et

modèles, fasc. 7115, para. 22.
112Cass. crim., 29 November 1972, n° 69-90.594.
113Cass. com., 23 October 2007, n° 06-12.022.
114Cass. com., 9 November 1981, n° 80-12.943.
115Cass. crim., 19 April 2005, n° 04-84.854.
116Assemblée Nationale, Compte rendu de la commission de la production et des échanges, n° 50, 17 June 1998.
117Case C-614/17, supra 14, para. 20 (AG Opinion); C-478/07 Budĕjovický Budvar [2009] ECR I-07721, para. 109.
118Regulation 1151/2012 Recitals 2, 3, 18.
119See Case C-44/17 Scotch Whisky Association v. Michael Klotz (ECJ 7 June 2018), paras. 38, 69; Case C-393/16 Comité

Interprofessionnel du Vin de Champagne v. Aldi Süd Dienstleistungs-GmbH & Co.OHG (ECJ 20 December 2017), para. 38;
Case C-490/19, supra 48, para. 35; Case C-56/16 P EUIPO v. Instituto dos Vinhos do Douro e do Porto (ECJ 14 September
2017), para. 39; But see Case C-490/19, supra 48, para. 29 (AG Opinion).

120See Case C-44/17, supra 119, paras. 69–71.
121F. Pollaud-Dulian, CA Paris, 1re ch. A, 5 déc. 1993 – Commentaires, La Semaine Juridique Edition Générale, n° 11,

16 March 1994, II 22229.
122Sénat, Rapport sur le projet de loi relatifà la reconnaissance de qualité des produits agricoles et alimentaires, n° 72,

3 November 1993, p. 51.
123Sénat, Rapport sur le projet de loi d’orientation agricole, n° 129, 16 December 1998.
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emphasizes restricting the use of place names rather than defending the right to indicate proven-
ance by referring to those names.124 Now, the right to use as an indication of provenance is con-
fined to ‘non-prominent use’. An early example is affixing the words ‘Reblochon’ and ‘Tome de
Savoy’ prominently in large characters to catch the consumer’s eye, which has been found to
infringe on GIs.125 The recent decision by the French State of Council supported the ban on
prominently displaying the name ‘Camembert made in Normandy’ on cheeses that do not com-
ply with the requirement of the GI ‘Camembert de Normandy’.126 French scholar Joanna
Schmidt-Szalewski noted the strict nature of the conditions for using indications of provenance
when commenting on the case of ‘Fleurs des Vosges’.127 Schmidt-Szalewski suggested that a pro-
ducer not authorized to use the GI should designate its products under a trademark rather than
under an indication of provenance.128 Such producers are advised to replace references to their
products’ geographical origin with references to other qualities.129 Schmidt-Szalewski’s suggestion
becomes an actual obligation for indications of producers’ name or address, which has to be
replaced with a code if it contains a GI.130 The interest in preventing damage to GIs appears
to prevail over the interest in indicating products’ provenance and producers’ name or address.

There is also a continuing disregard for the fifth interest, namely, consumers’ interest in receiv-
ing information about competing products and cheaper substitutes. The prohibition of using a GI
in a non-misleading, delocalized manner (such as ‘X type’) poses a danger for efficient commu-
nication to consumers.131 Since the GI and quality or characteristics of the products covered by it
are closely linked,132 phrases such as ‘X type’ used to market products with similar qualities or
characteristics are deemed more efficient at conveying quality information to consumers, unless
the products lawfully bearing ‘X’ have truly unique qualities that cannot be imitated.133 The latter
situation does not occur in all cases, especially for the PGI category, whose registration does not
require a uniqueness of the objective qualities and can rather be based on subjective reputation
only.134 Consumer knowledge reduces without using such ‘informative’ phrases. Likewise, the
prohibition of presenting products as imitations or replicas restrains producers from telling con-
sumers what has been copied or imitated.135 In addition, the prohibition laid down by French law
on advertising that compares products with a GI with products without a GI appears to disregard
the interest of consumers in having effective comparative advertising. Without advertising that
objectively highlights the differences between products, consumers cannot make an informed
choice between ‘authentic’ quality products and alternatives.

Lastly, the sixth interest, namely, the interest in not creating monopolies or barriers to com-
petition, is given insufficient importance. The alarming tendency of removing place names, prod-
uct features, and other competitive tools from general use has come to light. Early in Windsurfing
Chiemsee, the CJEU underlined that because place names may influence consumer tastes in vari-
ous ways, it is in the public interest that they remain available to competitors equally and cannot
be monopolized.136 In discussing the proposal for the Agricultural Orientation Law of 1999,

124Assemblée Nationale, Compte rendu intégral 2e séance du lundi 12 octobre 1998, JO, 13 October 1998, p. 6366.
125TGI Versailles, 12 December 2005, n° 0030080098.
126See note 59.
127Joanna Schmidt-Szalewski, Le miel a un goût amer…, Propriété industrielle, n° 5, May 2003, comm. 46.
128Ibid.
129Ibid.
130See note 68.
131See Hughes, supra 1, 380.
132Case C-490/19, supra 48, para. 37.
133In this situation, phrases such as ‘X type’ are arguably deceptive. See Hughes, supra 1, 367.
134See note 30. See also D. Gangjee (2020) ‘Sui Generis or Independent Geographical Indications Protection’, in I. Calboli

and J. Ginsburg (eds.), The Cambridge Handbook of International and Comparative Trademark Law. Cambridge: Cambridge
University Press, 256, 264.

135See note 79.
136Joined Cases C-108/97 & C-109/97 Windsurfing Chiemsee [1999] ECR I-2779, para. 25.
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French legislators pointed out the danger associated with removing geographical names from
competitors’ use: it distorts competition because it puts producers prohibited from using the
place name at a competitive disadvantage when other producers can use the name on their label-
ling or in their mark.137 Nevertheless, the implementation of European GI laws is taking place
names away from competitors for the benefit of authorized GI users. The recent decision by
the French Council of State may have the effect of depriving the right to use the place name
‘Normandy’. It held that manufacturers of Camembert cheese not authorized to use the GI
may still associate their products with an indication of geographical origin ‘as long as it does
not mention Normandy’.138 This opinion reinforced the approach adopted in the case of
‘Gruyère fabriqué en Franche-Comté’ in which the defendant additionally invoked the obligation
to respect Article 9 of the Decree of 1988, which required the compulsory indication of the region
of manufacture, to justify the use of the place name ‘Franche-Comté’ on its packaging. The
French Supreme Court did not accept the justification, holding that the name of the
département (county) ‘Doubs’ could have been added to the labelling instead of
‘Franche-Comté’ (Franche-Comté is a historical region composed of the modern départements
Doubs, Jura, and so on139). These decisions suggest a removal of the valuable place names
(e.g., ‘Franche-Comté’, ‘Normandy’) by defendants and thus a monopolization of those names
that are otherwise a ‘common thing’ or belong to the public domain.140 Furthermore, desirable
public domain features of products are now subject to the monopolies granted by EU GI law.
Although the wording of the provisions on GI protection concerns the registered names rather
than the products covered by the names,141 with the recent decision in Morbier, the reproduction
of the shape or appearance of a product covered by a registered name could constitute an
infringement.142 The final illustration of the EU’s low priority for the sixth interest concerns
the partial exclusion of the use of generic terms from infringement.143 Competitors may be
restricted in the free use of generic terms if consumer confusion would likely arise.144 It appears
that when consumers’ interest in not being deceived is weighed against the public interest in
assuring generic terms in the public domain, the EU tips the balance in favour of the former.

3.1.3 Balance Tilted in Favour of Fair Use
Contrary to the EU, the US leans towards the latter three interests, allowing what would be con-
sidered to be infringement in the EU to constitute fair use. US courts have a tradition of regarding
the right to do business under one’s personal name as an absolute or ‘sacred’ right.145 Similarly,
early decisions raised the right to inform consumers of a producer’s location to great heights.146

Although later decisions limited those rights, all parties still enjoy them as long as reasonable pre-
cautions are taken in the manner of use to avoid consumer confusion.147

The US ensures that consumers are informed about competing products and cheaper substi-
tutes. ‘X style’ or ‘X fragrance’ can be used to describe competitors’ products with similar fea-
tures.148 Using a registered name to truthfully inform consumers of the defendant’s cheaper

137Although the argument is directed at the product under label and cerficat de conformité, it applies to ordinary products.
See Sénat, supra 123.

138See note 59.
139Cass. com., 23 October 2007, n° 06-12.022.
140Séverine Visse-Causse, La guerre des camemberts est déclarée…, Droit rural, n° 406, October 2012, étude 11.
141Case C-490/19, supra 48, para. 36.
142Ibid., para. 38.
143See note 84–86 and the accompanying context.
144See note 87.
145Meneely v. Meneely (1875) 62 NY 427; Ida May Co v. Ensign (1937) 20 Cal. App. 2d 339.
146Canal Co v. Clark (1872) 80 US 311.
147LE Waterman Co v. Modern Pen Co (1914) 235 US 88, 94; Elgin Nat’l Watch Co v. Illinois Watch Case Co (1901) 179 US

665.
148See note 37–40.
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versions of protected products would be legal under the US law governing comparative advertis-
ing.149 It is believed that if a seller has the right to copy the features of a competitor’s goods
accessible in the public domain, then it should also have the competitive right to inform consu-
mers of this fact.150 Indeed, ‘[t]he underlying rationale is that an imitator is entitled to truthfully
inform the public that it has produced a product equivalent to the original and that the public
may benefit through lower prices by buying the imitator.’151

When the public interest in free and open competition is weighed against the interest of
rewarding producers of quality products that would otherwise suffer market failure, the competi-
tive interest trumps.152 Thus, US trademark law is reluctant to protect product features to avoid
creating monopolies over product characteristics.153 Even if consumers associate a particular fea-
ture with its original producer (i.e., when the reproduction of the feature would create consumer
confusion, just as in the CJEU case of Morbier), US trademark law does not prevent others from
copying that feature if it is functional.154 The high value placed on the competitive interest is also
the underlying reason for the refusal to register generic terms, even if they have acquired second-
ary meaning through use.155 Although a valid trademark may contain a generic term as one com-
ponent, a disclaimer may be required to avoid creating the false impression that the term has been
taken out of the public domain.156 By contrast, no such disclaimer is required in the GI registra-
tion in the EU.157

On the other hand, the US places less weight on the first three interests, particularly the inter-
est in preserving the distinctiveness of GIs and preventing competitors from trading upon GI pro-
ducts’ reputation. Under the Lanham Act, a third party can use a place name registered as a
trademark, provided that it is used in a non-trademark, geographical sense.158 The ‘use otherwise
than as a trademark’ enquiry is unconcerned whether using the place name is likely to give con-
sumers the impression that the products bearing that name have a quality attributed to its place of
origin. However, if all the products produced in a place can bear the place name regardless of the
land–quality nexus, the place name that currently constitutes a GI will eventually degenerate into
a simple indication of provenance, which only informs the location but no longer guarantees to
consumers any origin-related quality. Thus, US trademark law is not designed to preserve the dis-
tinctiveness of GIs. Moreover, under the Lanham Act, free riding is not prohibited per se.159 If
third parties have taken a free ride on the reputation of the plaintiff’s name without causing con-
fusion or deception, it is believed that ‘they have taken that to which they were legally entitled’.160

The above discussion shows that the EU and US’s different approaches towards the fair use of
GIs may be explained by the value placed on these different interests. Hence, a further question
needs to be asked: why do the interests matter differently for the EU and US?

149See note 80.
150McCarthy, supra 34, § 25:52.
151Calvin Klein Cosmetics Corp v. Lenox Laboratories Inc (1987) 815 F.2d 500, 504 (8th Circuit).
152S.L. Dogan and M.A. Lemley (2003) ‘Trademarks and Consumer Search Costs on the Internet’, Houston Law Review 41,

777, 791.
153S.L Dogan and M.A. Lemley (2007) ‘Grounding Trademark Law through Trademark Use’, Iowa Law Review 92, 1669,

1698.
154TrafFix Devices Inc v. Mktg Displays Inc (2001) 532 US 23, 29.
155L.P. Ramsey (2003) ‘Descriptive Trademarks and the First Amendment’, Tennessee Law Review 70, 1095, 1160.
156See note 92.
157Joined Cases C-129/97 and C-130/97, supra 82. However, the EU clarifies the generic component for which no protec-

tion is sought in trade agreements with third countries. See Huysmans, supra 83.
158See note 41.
159Lanham Act § 43(c), 15 USCA 1125(c). D. Gangjeen and R. Burrell (2010) ‘Because You’re Worth It: L’Oréal and the

Prohibition on Free Riding’, The Modern Law Review 73, 282, 287.
160Sykes Laboratory Inc v. Kalvin (1985) 610 F.Supp. 849, 854 (Central District of California).
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3.2 Divergent Policy Goals

The EU and US’s preferences for the different interests can be explained by their divergent policy
goals, which, in turn, depend on historical, economic, and cultural factors.

3.2.1 Economic and Trade Policy
European traders have a tradition of making their products using methods adapted to local con-
ditions and marketing those products under the name of the place in which the products were
made. As reputations grew for such products, the place name under which they were marketed
became valuable.161 In the worldwide market, most commercially valuable GI products originate
from the EU due to the long history of production and promotion. The sales value of GI products
was estimated to be EUR 74.8 billion in 2017, representing 15.4% of all EU food and beverage
exports, which is ‘far from being a niche market’.162 Besides generating economic value, trad-
itional ways of production, which are practised in particular geographical areas and passed
from one generation to another, now form part of Europe’s traditional knowledge163 and com-
mon cultural heritage164. Given the significant economic and cultural value, it is not difficult
to understand why, for the EU, the interest of authorized GI users and producer groups out-
weighs other interests such as free trade and competition.165 This preference is consistent with
the EU’s economic and trade policy that aims to ensure the exclusive rights of European geo-
graphical names in the EU market as well as in the markets of third countries and to prevent
‘any misuse, imitation and evocation’ that may otherwise be subject to fair use exceptions.166

By contrast, the US lacks a long history of producing traditional products based on the probe
of the relationship between the characteristics of products and their origin. When European
immigrants to the US started to make substitute versions of the products initially produced in
Europe, they placed European geographical names on their products just as they did in their
country of origin.167 Thus, it is in the best interests of the US to limit GI protection and incorp-
orate GIs into US trademark law, which permits the fair use of descriptive names and free use of
generic denominations,168 since otherwise a large number of US products sold under European
geographical names may need to be renamed. Furthermore, without sufficient fair use defences,
the market access of US products in the international market would be constrained.169 Thus, as a
countermeasure to the EU’s efforts to enhance GI protection through bilateral agreements with

161C.H. Farley (2000) ‘Conflicts between US Law and International Treaties Concerning Geographical Indications’,
Whittier Law Review 22, 73, 75.

162European Commission (2021) ‘Evaluation of Geographical Indications and Traditional Specialities Guaranteed
Protected in the EU’, SWD(2021) 427 final, 20 December 2021, p. 16.

163European Commission (2022) ‘Proposal for a Regulation on Geographical Indication Protection for Craft and Industrial
Products’, COM(2022) 174 final, p. 15.

164Case C-490/19, supra 48, para. 29 (AG Opinion).
165When balancing the interest of EU GI producers against the liberalisation of trade, the Advocate General of the CJEU

appears to lean towards the former in interpreting the legislative intent of the EU GI Regulations in the context of the intel-
lectual property interpretive framework, rather than the trade liberalisation interpretive framework. She noted: ‘That policy
[which can increase the competitiveness of producers of such products] militates in favour of interpreting the scope of
Regulation No 1151/2012 as embracing the prohibition of exports of fake PDOs to the markets of third countries.’ See
Case C-159/20 European Commission v. Kingdom of Denmark (AG Opinion 17 March 2022), paras. 72–75.

166Advisory Group International Aspect of Agriculture (2012) ‘DG AGRI Working Document on International Protection
of EU Geographical Indications: Objectives, Outcome and Challenges’, Ref Ares (2012) 669394-06/02/2012, 25 June 2012.

167A. Matthews (2016) ‘What Outcome to Expect on Geographical Indications in the TTIP Free Trade Agreement
Negotiations with the United States?’, in F. Arfini et al. (eds.), Intellectual Property Rights for Geographical Indications:
What is at Stake in the TTIP?. Newcastle: Cambridge Scholars Publishing, 18.

168See Farley, supra 161, 74; D. Snyder (2008) ‘Enhanced Protections for Geographical Indications under TRIPs: Potential
Conflicts under the US Constitutional and Statutory Regimes’, Fordham Intellectual Property, Media & Entertainment Law
Journal 18, 1297, 1315.

169S.I. Akhtar et al., ‘Intellectual Property Rights and International Trade’ (12 May 2020) Congressional Research Service
Report RL34292, p. 43.
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trade partners, the US has oriented its trade policy towards ensuring the market access of US pro-
ducts identified by ‘common food names’ and individual trademarks that may contain European
place names.170

3.2.2 Agricultural Policy
The divide on whether to value the interest in ensuring a fair return for producers of quality pro-
ducts may be understandable from the perspective of agricultural policy.171 The EU believes that
GI schemes contribute to the social, environmental, and economic sustainability of the rural econ-
omy172 and thus incorporates them under its Common Agricultural Policy (CAP). In the 1990s,
the CAP was reformed into a more integrated rural development policy173 emphasizing quality
competition and shifting the burden of agricultural subsidies from governments to the market.174

Oriented by the objectives of agricultural and rural policy, including encouraging the diversifica-
tion of agricultural production, achieving a better balance between supply and demand, and pro-
moting products for the development of remote and less-favoured regions,175 the first EU-wide GI
Regulation was established for the registration and protection of GIs for agricultural products and
foodstuffs. GIs, as ‘rural intellectual property rights’, were advocated as a quality policy to achieve
those agricultural policy goals.176 The great emphasis on fairness in agricultural and rural sector
will continue to act as a foundation, as it is expressed in the new CAP (2023–2027).177

‘New World’ countries deem EU agricultural policy to be ‘interventionist’.178 In comparison
with agricultural sectors in the EU, agricultural sectors in ‘New World’ countries such as the
US have some or all of the following characteristics: ‘lower levels of agricultural subsidization;
export orientation; economies of scale in agri-industries; higher levels of corporate control of pro-
duction; and common adoption of European geographical terms’.179 To bring prosperity to rural
communities, the US relies on mass production through production technology advancements in
the farming sector and sells its abundant primary commodities on the world market.180 It prefers
flexibility in agricultural production than fixed production practices involving traditional know-
how.181 Accordingly, US agricultural policy does not aim to encourage quality agricultural pro-
ducts based on terroir by securing higher incomes for their producers.

170R. Johnson (2017) ‘Geographical Indications (GIs) in US Food and Agricultural Trade’ (Congressional Research Service
Report, 21 March 2017) 11; X. Wang and X. Song (2022) ‘Terroir and Trade War: Reforming China’s Legislation on Generic
Terms under the Influence of the EU and US’, Journal of World Trade 56, 165.

171W. van Caenegem (2004) ‘Registered GIs: Intellectual Property, Agricultural Policy and International Trade’, European
Intellectual Property Review 26, 170, 171.

172European Commission (2020) ‘Making the Most of the EU’s Innovative Potential – An Intellectual Property Action
Plan to Support the EU’s Recovery and Resilience’, (Communication) COM(2020) 760 final, 25 November 2020, p. 6.

173A. Buckwell (1998) ‘Agenda 2000 and Beyond: Towards a New Common Agricultural and Rural Policy for Europe’.
Florence: Academy of Georofili, 2–5.

174L. Beresford (2007) ‘Geographical Indications: The Current Landscape’, Fordham Intellectual Property, Media and
Entertainment Law Journal 17, 979, 986–987.

175See Regulation 1151/2012 Recital 4; D. Barjolle and B. Sylvander (2000) ‘Protected Designations of Origin and Protected
Geographical Indications in Europe: Regulation or Policy?’, Final Report of FAIR 1-CT 95-0306, June 2000, 32.

176European Communities (2006) Fact Sheet: European Policy for Quality Agricultural Products. Luxembourg: Office for
Official Publications of the EC, 5.

177European Commission (2021) ‘A Greener and Fairer CAP’, https://ec.europa.eu/info/sites/default/files/food-farming-
fisheries/key_policies/documents/factsheet-newcap-environment-fairness_en.pdf (accessed 1 February 2022).

178M. Handler (2004) ‘The EU’s Geographical Indications Agenda and its Potential Impact on Australia’, Australian
Intellectual Property Journal 15, 173, 177–178; C. Lister (1996) ‘A Sad Story Told Sadly: the Prospects for US-EU Food
Trade Wars’, Food and Drug Law Journal 51, 303, 309.

179Caenegem, supra 171, 173.
180See the website of the US Department of Agriculture,www.usda.gov/topics (accessed 1 February 2022).
181A. Marshall, ‘Vilsack: Biotech, Geographical indications, Cloning Discussed at “Historic” TTIP Meeting’ (17 June 2014),

www.agri-pulse.com/articles/4152-vilsack-biotech-geographical-indications-cloning-discussed-at-historic-ttip-meeting.
(accessed 1 February 2022).
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3.2.3 Competition Policy
Another reason for the divide on whether to ensure a fair return for producers of quality products
is the disagreement over the impact of such a policy on competition. Although both the EU and
the US share the same competition policy objective of preventing anti-competitive behaviours,182

the EU promotes an incentive model that relates directly to the objectives of agricultural policy
and protection of common cultural heritage and that differs from that oriented towards competi-
tive innovation.183 The EU defends that, by encouraging the production of high quality products
and securing higher incomes for EU farmers, GI schemes can be used as an ideal device to main-
tain and strengthen competitiveness in the global economy.184 However, the US sees the EU’s
policy as a form of protectionism, a mere pretext hiding the anti-competitive goal of monopol-
izing of the names of certain food and drink products.185

In addition, although both the EU and the US include the promotion of consumer welfare
within their competition policy,186 they are divided on how they see the exact needs of consumers
and how they respond to those needs. Considering that European consumers care more about the
origin-based quality of products and look for certification and assurance on product origin and
production method,187 the EU is committed to providing clear and reliable information about the
products with specific characteristics linked to geographical origin and helping consumers make
informed purchases.188 This policy goal explains why consumers’ interest in receiving credible
information weighs heavily in the balance of infringement against fair use. In the newly launched
Single Market Programme designed to support a well-functioning and sustainable internal mar-
ket, enhanced consumer protection is still listed as a goal to achieve.189 In contrast to heightened
consumer protection, the US rests on the competition policy of protecting consumers from being
deceived or confused by unlawful competitive conducts.190 Such a policy is influenced by the US
legal tradition that free competition is highly valued and public authorities only intervene in
extreme circumstances such as fraud and deception.191

In light of the foregoing, it can be contended that the EU and US’s preferences for the different
interests are deeply influenced by their policy objectives, which are, in turn, based on their
respective national conditions. However, it is still too early to draw conclusions because even if

182European Parliamentary Research Service, ‘EU and US competition policies-Similar objectives, different approaches’ (27
March 2014), www.europarl.europa.eu/RegData/bibliotheque/briefing/2014/140779/LDM_BRI(2014)140779_REV1_EN.pdf.
(accessed 1 February 2022).

183Case C-490/19, supra 48, para. 29 (AG Opinion).
184Agriculture and Rural Development of the EC, ‘GI and TSG Schemes Benefit Producers’ (December 2021), https://ec.

europa.eu/info/news/gi-and-tsg-schemes-benefit-producers-2021-dec-15_en. (accessed 1 February 2022); London Economics
and others, ‘Evaluation of the CAP Policy on Protected Designations of Origin (PDO) and Protected Geographical
Indications (PGI)’ (November 2008) 182–191; European Communities, Fact Sheet, supra 176, 5; European Commission,
‘WTO Talks: EU Steps Up Bid for Better Protection of Regional Quality Products’ (IP/03/1178, 28 August 2003), https://
ec.europa.eu/commission/presscorner/detail/en/IP_03_1178 (accessed 1 February 2022).

185B. O’Connor (2015) ‘Geographical Indications in TTIP, the Transatlantic Trade and Investment Partnership’,
International Trade & Customs; H. Moir (2016), ‘Geographical Indications: EU Policy at Home and Abroad’, in IP
Statistics for Decision Makers (IPSDM) Conference Paper, 10–12.

186P. Buccirossi et al. (2002) ‘Competition Policy and the Agribusiness Sector in the European Union’, European Review of
Agricultural Economics 29, 373, 374; W.E. Kovacic (2007) ‘Competition Policy, Consumer Protection, and Economic
Disadvantage’, Washington University Journal of Law & Policy 25, 101, 114.

187European Communities, Fact Sheet, supra 176, 18.
188Regulation 1151/2012 Recital 18; Agriculture and Rural Development of the EC, supra 184; London Economics, supra

184, 181.
189European Commission, ‘The Single Market Programme’, https://ec.europa.eu/info/funding-tenders/find-funding/eu-

funding-programmes/single-market-programme/overview_en (accessed 1 February 2022).
190Kovacic, supra 186, 114–115.
191M. LaFrance (2011) ‘Passing Off and Unfair Competition: Conflict and Convergence in Competition Law’, Michigan

State Law Review 2011, 1413, 1414.
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the US had the same amount of valuable GI products as the EU, the divergence in the fair use of
GIs would remain. The last root cause concerns the epistemology of ‘fairness’.

3.3 Fairness Gap

The EU and US are divided on the most fundamental issue of fair use, namely, the understanding
of what is fair. This ‘fairness gap’192 exists not only in the area of GIs but also in areas of other
intellectual properties. Concerning the fairness of free riding in trademark law, for example, the
EU and US draw the line differently between justified and unfair free riding. Free riding without
any harm to a trademark’s distinctiveness or reputation cannot serve as a basis for anti-dilution
protection under US trademark law,193 whereas in the EU it may constitute an independent
actionable wrong: ‘tak[ing] unfair advantage of… the distinctive character or the repute of the
earlier trade mark’.194 Another example is the use of a competitor’s trademark to truthfully
inform consumers of a cheaper version of its product, which would be considered by
European countries as ‘going beyond the limits of commercial fairness’195 but would be legal
under US law. As one commentator noted:

The US approach places a higher value on free markets, and thus leaves competition as
unencumbered as possible, exposing consumers to a larger amount of information and opin-
ion. The EU approach places a higher value on encouraging trademark owners to invest in
the reputation of their brands, by protecting that investment against free riding or disparage-
ment by competitors who may be unwilling to make the same investment. Both approaches
seek to achieve fairness, but they are based on different understandings of what is fair.196

Thus, when GIs or terroir products are not involved, the concept of fairness still has a much
broader meaning in the US than it does in the EU: a broader group of activities are identified as
fair in the US (e.g., free riding without deception and truthful comparative advertising). This
divergence can be explained by a cultural difference. Common law countries place a high
value on the freedom of competition, while civil law countries prioritize the protection of
brand owners’ investment.197 One cornerstone of the continental approach is that ‘economic free-
dom and free competition should be held limited to those competitive efforts which are the result
of a person’s own labor and merit and should not be extended to give undeserved sanction to any
commercial benefits which are derived from usurpation of the fruits of a competitor’s labor’.198

However, for those who privilege the freedom of competition, the continental approach to limit
competition is derived from traditional proprietary, protectionist bias, and is based on an erro-
neous idea that goodwill is a property belonging to the firm that invested in it.199 Those different
priorities influence how fairness is measured significantly. It seems that the more emphasis is
placed on the freedom of competition and the less emphasis is placed on safeguarding the ‘pro-
prietary aspect’ of brand owners’ investment, the more activities are determined as fair. Then,

192M. LaFrance (2020), ‘Fairness for Authors and Performers: the Role of Law’, in D. Gervais (ed.), Fairness, Morality and
Ordre Public in Intellectual Property. Cheltenham: Edward Elgar, 32.

193See note 159.
194Regulation (EU) 2017/1001 of the European Parliament and of the Council of 14 June 2017 on the European Union

trade mark [2017] OJ L154 art. 8(5).
195C.J. Romano (2004) ‘Comparative Advertising in the United States and in France’, Northwestern Journal of International

Law & Business 25, 371, 379.
196M. LaFrance, ‘Fairness for Authors’, supra 192, 32.
197M. LaFrance, ‘Passing Off’, supra 191, 1442.
198W.J. Derenberg (1955) ‘The Influence of the French Code Civil on the Modern Law of Unfair Competition’, American

Journal of Comparative Law 4, 1, 3.
199Gustavo Ghidini (2010) Innovation, Competition and Consumer Welfare in Intellectual Property Law. Cheltenham:

Edward Elgar, 237–238.
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how can we expect the EU and US to reach a consensus on the fair use of GIs when the under-
lying meaning of fairness is a matter of disagreement?

4. Concluding Remarks and Recommendations
Why, despite many years of multilateral negotiation since the TRIPS Agreement was signed in
1994, does the tension surrounding the protection level for GIs remain unresolved?
Unauthorized uses of GIs for describing and comparing competitors’ non-GI products, which
the EU seeks to prohibit by negotiating a higher protection level, are not granted a fair use excep-
tion under EU domestic law but are permissible under the fair use defence in the US. Therefore,
this article explores the obstacles to reaching an international consensus on the protection level by
examining the divergent national practices on fair use exceptions and underlying causes. The
research findings challenge the conventional wisdom that the prolonged tension is deeply rooted
in a disagreement over terroir as a sound basis for protective regulations. On the contrary, even if
countries such as the US had the same amount of valuable terroir products as the EU and equally
embraced the terroir concept, they would not provide the same level of protection as the EU does.
The reasons can be summarized in three aspects. First, different countries tip the balance towards
different interests when choosing between granting fair use exceptions and imposing prohibitions
or restrictions. Second, countries have different policy considerations for the economy, trade,
agricultural development, and market competition. Finally, and most fundamentally, the under-
standing of what is fair is different.

It can be deduced from the findings that the recent bilateral agreements cannot resolve the
tension left by the WTO multilateral talks. In light of the deadlock of further negotiations in
the WTO arena, it has become common to resort to free trade agreements to pursue a higher
level of protection for GIs. However, the lack of provisions on the fair use of GIs in those bilateral
agreements undermines the effort to enhance GI protection because different countries will show
different attitudes towards the fair use of GIs. The unauthorized use of GIs could be judged as an
infringement in one jurisdiction but recognized as fair use in another, ultimately affecting the
protection level. Moreover, this neglect creates opportunities to counter the effort for enhanced
protection by securing a broad scope of fair use through bilateral agreements.200 In short,
owing to the absence of provisions on the fair use of GIs, what cannot be achieved on the
WTO negotiation table still cannot be achieved by free trade agreements.

Given this unresolvable tension, WTO Members are faced with the difficult choice between
stronger GI protection (as promoted by the EU) and weaker GI protection (as advocated by
the US). Another principal result of our study is the recommendation that before the choices
are made, considerations should include not only the terroir concept and the economic value
of terroir products for their respective jurisdictions, but also the status quo of the balance of inter-
ests, policy goals, and understanding of what is ‘fair’. Only in this way would it be possible to
prevent GI protection from turning against the consistent preference for certain interests; the
very idea of how trade, economy, and competition should be regulated; and the well-established
concept of ‘fairness’.
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